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DETAILED ACTION 
Remarks 

1. The Amendment filed on October 1 1, 2005 has been received and entered. Claims 1-25 
are pending. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 
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3. Claims 1-25 are provisionally rejected under the judicially created doctrine of double 
patenting over claims 1-20 of copending application Serial No. 10/027,066 and that of claims 1- 
25 of copending application Serial No. 10/028,253. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), and 
(4) of section 371 (c) of this title before the invention thereof by the applicant for patent. 

5. Claims 1, 6, 7, 1 1, 12, 16, 17, 18, and 21 are rejected under 35 U.S.C. 102 (e) as being 
anticipated over Roth (U.S. Pub. No. 2003/0041053 Al). 

As to claim 1, Roth discloses an a data processing system comprising: 

a. a legacy data base management system having a command language and having 
an internal format incompatible with an XML document coupled to a publicly accessible digital 
data communication network 

b. a. a user terminal (See page 7, paragraph 0087, wherein "terminal" reads on 
"client computer") coupled to said legacy data base management system See pages 2-3, 
paragraphs 0020-0021) via said publicly accessible digital data communication network (See 
pages 3, paragraph 0044, wherein "publicly accessible digital data communication network" 
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reads on "Internet" deemed to connect the client-server) which generates an XML service for 
requesting said legacy data base management system to process said XML document in a 
specified manner (See page 7, paragraphs 0085-0086, wherein "service request" is accessing the 
relational database to perform a search, wherein "legacy data base management system" is 
deemed to run on SQL relational database for database management); 

c. an input definition facility responsively coupled to said legacy data base 
management system (See Figure 6, 508, shows "SQL Statement Generation Module" stored on a 
client terminal making a request to relational database both connected together through a 
network, also see page 2, paragraph 0020) which defines the input coming into said XML service 
and loads said XML document for said XML service to said legacy data base management 
system for processing (See page 5, paragraph 0062, wherein "defines" reads on "specification", 
and wherein "legacy database management system" is deemed to run on the relational database). 

As to claim 6, Roth discloses an apparatus comprising: 

a. a publicly accessible digital data communication network (See pages 3, paragraph 
0044, shows the Internet); 

b. a data base management system having an internal format different from XML 
responsively coupled to said publicly accessible digital data communication network request 
(See Figure 6, 160, shows relational database residing within the server computer receiving 
requests in SQL Not XML, wherein "legacy database management system" is deemed to run on 
the relational database); 
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c. a facility which generates an input service requesting that said data base 
management system process an XML document (See page 7, paragraphs 0085-0086, wherein 
"service request" is accessing the relational database to perform a search initially in XML 
request, wherein "legacy data base management system" is deemed to run on SQL relational 
database for database management); and 

d. a converter which translates said input service into said internal format (See page 
7, paragraph 0089, wherein "internal format" reads on "SQL") and presents said translated input 
service to said data base management system (See Figure 6, shows SQL input from client to 
server, and wherein "legacy database management system" is deemed to run on the relational 
database). 

As to claims 7, and 18, Roth discloses wherein said input service further comprises an 
XML input service (See page 4, paragraph 0056, shows "XML send/receive"). 

As to claim 1 1, Roth discloses a method of supplying an input service to a legacy data 
base management system having an internal format comprising: 

a. retrieving a sample document from a repository of said legacy data base 
management system (See page 4, paragraph 0057); 

b. editing said document into a desired input service request (See page 5, paragraph 
0060, wherein "editing" reads on "translates", and wherein "input service" reads on "XML 
results"); 
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c. converting said desired input service into said internal format (See page 7, 
paragraph 0089, wherein "internal format" reads on "SQL"); and 

d. presenting said converted desired input service to said legacy data base 
management system for honoring (See page 7, paragraphs 0085-0086, wherein "input service" is 
accessing the relational database to perform a search, wherein "legacy data base management 
system" is deemed to run on SQL relational database for database management). 

As to claim 12, Roth discloses wherein said sample document further comprises an XML 
document (See page 4, paragraph 0056, shows "XML send/receive"). 

As to claim 16, Roth discloses an apparatus comprising: 

a. means for storing a sample input service (See page 4, paragraph 0057); 

b. means responsively coupled to said storing means for retrieving said sample input 
service (See page 4, paragraph 0054); 

c. means responsively coupled to said retrieving means for editing said sample input 
service into a desired input service (See page 5, paragraph 0060, wherein "editing" reads on 
"translates", and wherein "input service" reads on "XML results"); 

d. means for providing legacy data processing management services honoring (See page 
7, paragraphs 0085-0086, wherein "input service" is accessing the relational database to perform 
a search, wherein "legacy data base management system" is deemed to run on SQL relational 
database for database management); and 
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e. means responsively coupled to said editing means and said providing means for 
transferring said desired input from said editing means to said providing means (See page 3, 
paragraph 0023, also see page 8, paragraphs 0092-0093). 

As to claim 17, Roth discloses wherein said storing means further comprises a repository 
(See Figure 6, 160, relational database, wherein "repository means" reads on "relational 
database"). 

As to claim 21, Roth discloses an apparatus for communicating within a data processing 
environment comprising: 

a. a user terminal which transfers an XML message and receives a corresponding 
data processing response (See Figure 6, 102, client computer); 

b. a converter which converts said XML message into a data processing service 
request including an ordered sequence of native command language statements and a plurality of 
input parameters (See page 7, paragraph 0089, wherein "internal format" reads on "SQL", also 
see page 5, paragraphs 0066-0068, wherein "native command language" reads on "the Operator 
box" part of SQL language being specified prior to execution of the search); and 

c. a legacy database management system responsively coupled to said user terminal 
(See Figure 6, wherein "legacy data base management system" is deemed to run on SQL 
relational database for database management) via a publicly accessible digital data 
communication network (See pages 3, paragraph 0044, shows the Internet) which honors said 
data processing service request by executing said ordered sequence of native command language 
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statements and utilizing said plurality of input parameters and generating said corresponding data 
processing response (See page 5, paragraph 0060, wherein "native command language 
statements" reads on "SQL"). 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 2-5, 8-10, 13-15, and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roth (U.S. Pub. No. 2003/0041053 Al) in view of Kiernan et al. (U.S. Patent 
No. 6,934,712 B2). 

As to claims 2, 8, 13, and 19, Roth does not teach wherein said XML service further 
comprises a plurality of variables. 

Kiernan et al. teaches wherein said XML service further comprises a plurality of 
variables (See Kiernan et al. column 8, lines 28-38). 

Therefore it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have wherein said XML service further comprises a plurality of 
variables because it is well known in the art that the WHERE statement of the XML service is 
defines the structure of the result of the XML query (See Kiernan et al. column 8, lines 28-30). 
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As to claims 3,14, and 20, Roth does not teach wherein said XML service further 
comprises a plurality of tables. 

Kiernan et al. teaches wherein said XML service further comprises a plurality of tables 
(See Kiernan et al. column 2, lines 41-45, also see Kiernan et al. column 6, lines 7-10, also see 
Kiernan et al. column 14, lines 38-46). 

Therefore it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have wherein said XML service further comprises a plurality of tables 
because it is well known in the database art that XML services runs over a plurality of tables 
where the data is being stored. 

As to claims 4, and 15, Roth as modified discloses wherein said XML service further 
comprises executable script (See Kiernan et al. column 14, lines 61-66, also see Roth page 4, 
paragraph 0053). 

As to claims 5, and 10, Roth as modified discloses wherein said publicly accessible 
digital data communication network further comprises the Internet (See Roth pages 3, paragraph 
0044). 

As to claim 9, Roth as modified discloses wherein said facility further comprises a 
plurality of sample XML messages (See Roth page 4, paragraph 0056, wherein "XML 
send/receive" deemed to include plurality of XML messages). 
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8. Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roth (U.S. 
Pub. No. 2003/0041053 Al) in view of Dombroski et al. (U.S. Pub. No. 2003/0023463 Al). 

As to claim 22, Roth does not teach wherein said legacy database management system 
further comprises a mainframe computer. 

Dombroski et al. teaches wherein said legacy database management system further 
comprises a mainframe computer (See Dombroski et al. page 6, paragraph 0061). 

Therefore it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have a legacy DBM (i.e. SQL) running mainframe computers (See 
Dombroski et al. page 6, paragraph 0061). 

As to claim 23, Roth as modified discloses wherein said user terminal further comprises 
an industry standard personal computer (See Roth page 3, paragraph 0044, wherein "personal 
computer" is deemed to be one of "connected group of computers"). 

As to claim 24, Roth as modified discloses wherein said legacy database management 
system further comprises a repository for storage of said ordered sequence of statements of said 
native command language prior to execution (See Roth page 5, paragraphs 0066-0068, wherein 
"native command language" reads on "the Operator box" part of SQL language being specified 
prior to execution of the search). 
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As to claim 25, Roth as modified discloses wherein said facility further comprises a 
plurality of sample XML messages (See Roth page 4, paragraph 0056, wherein "XML 
send/receive" deemed to include plurality of XML messages). 

Response to Arguments 
6. Applicant's arguments with respect to claims 1-25 have been considered but are moot in 
view of the new ground(s) of rejection. 

In response to applicant's argument that the claims of the present application are 
patentably distinct from those of the co-pending application is acknowledged but does not seem 
to be persuasive. 

The Examiner maintains the provisional double patenting rejection stating that these 
differences are considered obvious and do not patentably distinguish the overall appearance of 
the claimed medium and method over copending application Serial No. 10/028,253 specifically 
claim 1 disclosing that user terminal generates XML request to legacy database management 
system, then moving on to claims 6, and 1 1 disclosing a converter in a user terminal for 
translating document from XML to internal format. And similarly, with copending application 
Serial No. 10/027,066. 

A nonstatutory double patenting rejection of the obviousness-type applies to claims 
directed to the same inventive concept with different appearances or differing scope, which are 
patentably indistinct from each other. Nonstatutory categories of double patenting rejections 
which are not the "same invention" type may be overcome by the submission of a terminal 
disclaimer. 
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An obviousness-type double patenting rejection must be based on the obviousness 
standard of 35 U.S.C. 103(a). That is, >the conflicting inventions must have overall appearances 
that are basically the same, and the< differences between **>them< must either be **>minor and 
patentably indistinct< or ** obvious to a designer of ordinary skill in the art ** in view of 
*>analogous< prior art or case law. See MPEP 804 [R-3] the ODP rejection in the improvement 
application cannot be withdrawn without a terminal disclaimer. 

Conclusion 

1. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Jacobs (U.S. Patent No. 6,61 1,843 Bl) teaches converting XML to SQL on a client 
terminal. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neveen Abel-Jalil whose telephone number is 571-272-4074. 
The examiner can normally be reached on 8:30AM-5: 30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffin can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/028,256 Page 13 

Art Unit: 2165 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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